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* 

DETAILED ACTION 
Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed in the 
United States before the invention by the applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in' the United States only if the international application designated the United States and was 
published under Article 21(2) of such treaty in the English language. 

2. Claims 1-6, 9-10 and 15-20 rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
Patent No. 6650742 to Elliott et al. 

Referring to claim 1, Elliott et al disclose a method for defense against an unwanted 
communication (col 1, lines 52-55, penalizing service, annoying voice call), comprising the steps 
of: identifying a communication channel to beneficiary of the unwanted communication (col 1 , 
lines 56-60, identifies a caller); sending a communication via the communication channel to the 
beneficiary such that the communication imposes a cost to the beneficiary (col 1, lines 60-65, 
charge the caller). 

Referring to claim 2, Elliott et al disclose the method of claim 1, wherein the step of 
sending: a communication via the communication channel to the beneficiary comprises the step 
of sending a communication via the communication channel that includes a request that the 
beneficiary cease further unwanted communications to a recipient of the unwanted 
communication (col 1, lines 52-55, penalizing service, it is inherent that the penalizing service is 
an indication that the recipient is asking the sender to cease further unwanted communication). 
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Referring to claim 3, Elliott et al disclose the method of claim 1, wherein the step of 
sending a communication via the communication channel to the beneficiary is performed 
repeatedly in accordance with a set of strike back parameters (col 1, lines 60-65, charge the 
caller; also, col 5, lines 50-55, fine is chosen). 

Referring to claim 4, Elliott et al disclose a method of claim 3, further comprising the 
step of adjusting the cost by adjusting the strike back parameters (col 1, lines 60-65, charge the 
caller; also, col 5, lines 50-55, fine is chosen). 

Referring to claim 5, Elliott et al disclose the method of claim 1, wherein the step of 
identifying comprises the step of identifying a communication channel used by the beneficiary to 
obtain a benefit (col 1, lines 56-60, identifies a caller). 

Referring to claim 6, Elliott et al disclose the method of claim 1, wherein the step of 
identifying comprises the step of calling a phone number contained in the unwanted 
communication (col 4, lines 11-13, directory number corresponding to a voice call). 

Referring to claim 9, Elliott et al disclose the method of claim 1, wherein the step of 
identifying comprises the step of performing a pattern match on a text of the unwanted 
communication (col 3, lines 10-14, predetermined set of conditions). 

Referring to claim 10, Elliott et al disclose a defense coordinator (col 2, lines 28-33, 
SCP), comprising: database having a set of records each corresponding to a suspected abusive 
marketer (col 3, lines 34-37, databases); intelligence process (col 3, lines 7-10, intelligent 
network functionality) that identifies a communication channel to a beneficiary of an unwanted 
communication (col 5, lines 22-25, identify the last caller) and that records the communication 
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channel in the record in the database that corresponds to the beneficiary (col 4, 11-15, caller ID 
field). 

Referring to claim 15, Elliott et al disclose the defense coordinator (col 2, lines 28-33, 
SCP) of claim 10, wherein the intelligence process (col 3, lines 7-10, intelligent network 
functionality) determines a set of strike back parameters for the unwanted communication in 
response to a set of information contained in the record that corresponds to the beneficiary of the 
unwanted communication (col 1, lines 60-65, charge the caller; also, col 5, lines 50-55, fine is 
chosen). 

Referring to claim 16, Elliott et al disclose the defense coordinator of claim 15, wherein 
the intelligence process sends the strike back parameters to a recipient of the unwanted 
communication (col 1, lines 60-65, charge the caller; also, col 5, lines 50-55, fine is chosen). 

Referring to claim 17, Elliott et al disclose the defense coordinator of claim 15, wherein 
the defense coordinator strikes back against the beneficiary according to the strike back 
parameters (col 1, lines 60-65, charge the caller; also, col 5, lines 50-55, fine is chosen). 

Referring to claim 18, Elliott et al disclose the defense coordinator of claim 15, wherein 
the strike back parameters are selected to provide an overall strike back against the beneficiary 
that is proportional to an overall magnitude of unwanted communications from the beneficiary 
(col 1, lines 60-65, charge the caller; also, col 5, lines 50-55, fine is chosen; strike back 
parameters can be sent every time unwanted communication is received, which means that strike 
back parameters are proportional to the magnitude of unwanted communications). 

Referring to claim 19, Elliott et al disclose the defense coordinator of claim 15, 
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wherein the strike back parameters specify a frequency and a total number of strikes (col 1 , lines 
60-65, charge the caller; also, col 5, lines 50-55, fine is chosen). 

Referring to claim 20, Elliott et al disclose the defense coordinator of claim 15, 
wherein the intelligence process enables the beneficiary of the unwanted communication to stop 
any further strike backs by performing a manual operation (col 1, lines 52-55, penalizing service, 
it is inherent that the penalizing service is an indication that the recipient is asking the sender to 
cease further unwanted communication). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill 
in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

4. Claims 7-8 and 11-14 rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 6650742 to Elliot et al, in view of U.S. Patent App. No. 2002/0004800 to Kikuta et al. 

Referring to claim 7, Elliot et al disclose the identifying method of claim 1 (col 1, lines 
56-60, identifies a caller). Elliot et al do not disclose that the method comprises the step of 
accessing a website specified in the unwanted communication. However, Kikuta et al show 
website browsing (page 7, paragraph 109, browse a web site). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to modify Elliot et al to 
show the step of identifying comprises the step of accessing a website specified in the unwanted 
communication, as taught by Kikuta et al, the motivation being directing the bill to the 
appropriate caller (Elliot et al, col 1, lines 61-65). , 
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Referring to claim 8, Elliot et al disclose the identifying method of claim 7 (col 1, lines 
56-60, identifies a caller). Elliot et al do not disclose the method comprises the step of exploring 

* 

a web site specified in the unwanted communication to find a web page that is financially 
important to the beneficiary. However, Kikuta et al show website browsing (page 7, paragraph 
109, browse a web site; it is also inherent that the website related to the unwanted 
communication will itself be or will contain information regarding the parent website which 
would be financially responsible). Therefore, it would have been obvious to one of ordinary skill 
in the art at the time of the invention to modify Elliot et al to show the step of identifying 
comprises the step of exploring a web site specified in the unwanted communication to find a 
web page that is financially important to the beneficiary, as taught by Kikuta et al, the motivation 
being directing the bill to the appropriate caller (Elliot et al, col 1, lines 61-65). 

Referring to claim 11, Elliot et al disclose the defense coordinator (col 2, lines 28-33, 
SCP) of claim 10 with the intelligence process (col 3, lines 7-10, intelligent network 
functionality). Elliot et al do not disclose that the intelligence process computes a hash of the 
unwanted communication and stores the hash in the record that corresponds to the beneficiary. 

_ 4 

However, Kikuta et al show creating a request key ID from the web site, generating a hash value 
and recording related information (page 7, paragraphs 112, 113 and 114). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time of the invention to modify Elliot 
et al to show that the defense coordinator with the intelligence process computes a hash of the 
unwanted communication and stores the hash in the record that corresponds to the beneficiary, as 
taught by Kikuta et al, the motivation being efficient information transfer and identification 
(abstract, Kikuta et al). 



Application/Control Number: 10/603,534 Page 7 

Art Unit: 2686 

Referring to claim 12, Elliot et al disclose the defense coordinator of (col 2, lines 28-33, 
SCP) claim 11, wherein the intelligence process (col 3, lines 7-10, intelligent network 
functionality) identifies a communication channel to a beneficiary of a subsequent unwanted 
communication (col 1, lines 56-60, identifies a caller). Elliot et al do not disclose that this step is 
performed by computing a hash of the subsequent unwanted communication and comparing the 
hash of the subsequent unwanted communication to the hash stored in the records of the 
database. However, Kikuta et al show generating a hash value and checking it with previously 
stored information (page 7, paragraphs 113 and 115). Therefore, it would have been obvious to 
one of ordinary skill in the art at the time of the invention to modify Elliot et al to show that the 

* 

defense coordinator with the intelligence process computes a hash of the subsequent unwanted 
communication and comparing the hash of the subsequent unwanted communication to the hash 
stored in the records of the database, as taught by Kikuta et al, the motivation being efficient 
information transfer and identification (abstract, Kikuta et al). 

Referring to claim 13, Elliot et al disclose the defense coordinator (col 2, lines 28-33, 
SCP) of claim 12, with the intelligence process (col 3, lines 7-10, intelligent network 
functionality). Elliot et al do not disclose that the intelligence process creates a new record in the 
database for the beneficiary of the subsequent unwanted communication if the hash of the 
subsequent unwanted communication does not match the records in the database. However, 
Kikuta et al show generating a hash value and storing it (page 7, paragraphs 113 and 117). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Elliot et al to show that the defense coordinator with the intelligence process 
create a new record in the database for the beneficiary of the subsequent unwanted 



Application/Control Number: 10/603,534 Page 8 

Art Unit: 2686 

communication if the hash of the subsequent unwanted communication does not match the 
records in the database, as taught by Kikuta et al, the motivation being efficient information 
transfer and identification (abstract, Kikuta et al). 

Referring to claim 14, Elliot et al disclose the defense coordinator (col 2, lines 28-33, 
SCP) of claim 13, wherein the intelligence process (col 3, lines 7-10, intelligent network 
functionality) identifies the communication channel to the beneficiary the subsequent unwanted 
communication (col 1, lines 56-60, identifies a caller). Elliot et al do not disclose that this step is 
carried out by examining the unwanted communication and then stores the hash of the 
subsequent unwanted communication and the communication channel to the beneficiary of the 
subsequent unwanted communication in the new record. However, Kikuta et al show generating 
a hash value and storing it (page 7, paragraphs 113 and 115). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to modify Elliot et al to 
show the defense coordinator with intelligence process identifies the communication channel to 
the beneficiary the subsequent unwanted communication by examining the unwanted 
communication and then stores the hash of the subsequent unwanted communication and the 
communication channel to the beneficiary of the subsequent unwanted communication in the 
new record, as taught by Kikuta et al, the motivation being efficient information transfer and 
identification (abstract, Kikuta et al). 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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The following patents are cited to further show the state of the art with respect to methods 

for reducing unwanted communication by imposing costs on senders: 

U.S. Pat. No. 6353663 to Stevens et al 

U.S. Pat. No. 6535592 to Snelgrove 

U.S. Pat. No. 6782084 to Kondo et al 

U.S. Pat. No. 6259779 to Council et al 

Pat. App. Pub. No. US 2002/0128033 to Burgess 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Suhail Khan whose telephone number is (703) 305-8730. The 
examiner can normally be reached on M-F from 7:30 am to 4 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha Banks-Harold, can be reached at (703) 305-4379. The fax number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free), 
sk 



